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DETAILED ACTION: Non-Final Rejection 



Specification 

1 . The abstract of the disclosure is objected to because of the unnecessary inclusion of the 
"60178743.doc" text. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 101 



35 U.S.C 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 



2. Claims 23-26 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Claims 23-26 are not limited to tangible embodiments. In view of Applicant's disclosure, 
Specification page 34 lines 5-7, the system is not limited to tangible embodiments, instead being 
defined as including both nonspecific tangible embodiments (e.g. machine-readable storage 
device) and intangible embodiments (e.g. propagated signal). As such, the claims are not limited 
to statutory subject matter and are therefor non- statutory. 
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Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The term "less significant" in claim 10 is a relative term which renders the claim 
indefinite. The term "less significant" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1, 2, 4, and 23 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kimura et al. (U.S. Patent No. 5,1 1 1,383). 
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As in claim 1, Kimura et al. discloses a method of executing a diagnosis program 
including multiple procedures associated with remedy procedures wherein the diagnosis program 
does not specify an order in which the remedy procedures are executed, the method comprising: 

receiving, in a computer system wherein a plurality of automated diagnostic procedures is 
performed (column 5 lines 55-57 and column 6 lines 22-23, where the sensors are interpreted as 
carrying out diagnostics), priority information specifying an order in which failures of any of the 
plurality of automated diagnostic procedures are to be addressed (column 6 lines 64-67); 

performing the plurality of automated diagnostic procedures (column 6 lines 64-67); and 

upon at least some of the automated diagnostic procedures failing, performing a plurality 
of automated remedy procedures in the specified order, the automated remedy procedures being 
associated with the failed automated diagnostic procedures (column 6 lines 65-67). 

As in claim 2, Kimura et al. discloses initially displaying a first identifier for a failed 
automated diagnostic procedure that is to be addressed first, the first identifier being displayed 
for a user to initiate an automated remedy procedure associated with the failed automated 
diagnostic procedure (column 5 lines 41-43 and column 11 lines 18-27, where the alarm lamps 
are interpreted as identifiers). 

As in claim 4, Kimura et al. discloses a failure of at least one of the automated remedy 
procedures comprises one selected from the group consisting of: an informational message, an 
advisory, a warning, a fatal error notification, and combinations thereof (column 5 lines 42-4 3 t 
where the alarm lamps are interpreted as an advisory or a warning). 
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As in claim 23, Kimura et al. discloses a computer program product tangibly embodied in 
an information carrier, the computer program product including instructions that, when executed, 
cause a processor to perform operations comprising: 

receive, in a computer system wherein a plurality of automated diagnostic procedures is 
performed (column 5 lines 55-57 and column 6 lines 22-23, where the sensors are interpreted as 
carrying out diagnostics), priority information specifying an order in which failures of any of the 
plurality of automated diagnostic procedures are to be addressed (column 6 lines 64-67)-, 

perform the plurality of automated diagnostic procedures (column 6 lines 64-67); and 

upon at least some of the automated diagnostic procedures failing, perform a plurality of 
automated remedy procedures in the specified order, the automated remedy procedures being 
associated with the failed automated diagnostic procedures (column 6 lines 64-67). 

* * * 

5. Claims 1, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by IBM 
(NNRD4491 13 - IBM Technical Disclosure Bulletin: Priority Based System Test Method). 

As in claim 1, IBM discloses a method of executing a diagnosis program including 
multiple procedures associated with remedy procedures wherein the diagnosis program does not 
specify an order in which the remedy procedures are executed, the method comprising: 
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receiving, in a computer system wherein a plurality of automated diagnostic procedures is 
performed (paragraphs 1-5, test cases), priority information specifying an order in which 
failures of any of the plurality of automated diagnostic procedures are to be addressed 
(paragraphs 6-10, where the dependent test cases to be re-executed are interpreted as being in 
an order to be addressed; it is interpreted that a dependency matrix is inherently created by a 
human user and received by the test case computer system) \ 

performing the plurality of automated diagnostic procedures (paragraphs 1-5, test case 
execution), and 

upon at least some of the automated diagnostic procedures failing, performing a plurality 
of automated remedy procedures in the specified order, the automated remedy procedures being 
associated with the failed automated diagnostic procedures (paragraphs 6-12, where weighting 
and dependency are interpreted as factors in specifying an order). 

As in claim 7, IBM discloses updating the priority information upon at least some of the 
automated diagnostic procedures failing (where a ToBeTested status for the re-execution of 
dependent cells is interpreted as updating of priority information). 

As in claim 8, IBM discloses updating the priority information also if any of the 
automated remedy procedure causes any other of the plurality of automated diagnostic 
procedures to fail (where a ToBeTested status for the re-execution of dependent cells is 
interpreted as updating of priority information) . 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-5, 7, 11, and 13-26 are rejected under 35 U.S.C 103(a) as being anticipated by 
Mayuzumi et al. (U.S. Patent No. 6,134,644) in view of Kimura et al. 

As in claim 1, Mayuzumi et al. teaches of a method of executing a diagnosis program 
including multiple procedures associated with remedy procedures wherein the diagnosis program 
does not specify an order in which the remedy procedures are executed, the method comprising: 

receiving, in a computer system wherein a plurality of automated diagnostic procedures is 
performed (column 19 lines 28-35, where the sensors are interpreted as being part of diagnostic 
procedures), priority information specifying an order in which failures of any of the plurality of 
automated diagnostic procedures are to be addressed (column 15 lines 39-43 and column 16 lines 
37-40); 

performing the plurality of automated diagnostic procedures (column 15 lines 20-27, 
where the sensor measurements are interpreted as diagnostic procedures) ; and 
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upon at least some of the automated diagnostic procedures failing, performing a plurality 
of remedy procedures in the specified order, the remedy procedures being associated with the 
failed automated diagnostic procedures (Figs. 10 and 15; columns 22 and 23). 

However, Mayuzumi et al. fails to teach of automated remedy procedures. Kimura et al. 
teaches of automated remedy procedures (column 3 lines 55-59, column 6 lines 63-68, and 
column 7 lines 5-15 and 34-46). 

It would have been obvious to a person skilled in the art at the time the invention was 
made to have included the automated remedy procedures as taught by Kimura et al. in the 
invention of Mayuzumi et al. This would have been obvious because automation of recovery of 
a system such as that taught by Kimura et al. enhances the overall efficiency of a sequential 
system (column 2 lines 10-21) such as that taught by Mayuzumi et al. 

As in claim 2, Mayuzumi et al. teaches of initially displaying a first identifier for a failed 
automated diagnostic procedure that is to be addressed first, the'first identifier being displayed 
for a user to initiate an automated remedy procedure associated with the failed automated 
diagnostic procedure (Figs. 8, 10, and 15; columns 16-25). 

As in claim 3, Mayuzumi et al. teaches of displaying a second identifier following 
performance of the automated remedy procedure, the second identifier being associated with 
another failed automated diagnostic procedure (Figs. 8 and 15; columns 20-25, where the 
hierarchical displays of errors and remedies are interpreted as identifiers). 
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As in claim 4, Mayuzumi et al. teaches of a failure of at least one of the automated 
remedy procedures comprises one selected from the group consisting of: an informational 
message, an advisory, a warning, a fatal error notification, and combinations thereof (Figs. 8, 10, 
and 15). 

As in claim 5, Mayuzumi et al. teaches of a matrix with dependency values for the 
plurality of automated diagnostic procedures (column 17-19, where the database 43 is 
interpreted as a matrix with dependency values corresponding to the ordering of a procedural 
sequence). 

As in claim 7, Mayuzumi et al. teaches of updating the priority information upon at least 
some of the automated diagnostic procedures failing (column 16 lines 37-46). 

As in claim 1 1, Mayuzumi et al. teaches of a user entering the priority information in the 
computer system (Figs. 8 and 10; column 16 lines 3-60, where the priority information is being 
inputted by an operator). 

As in claim 13, Mayuzumi et al teaches the priority information is received from a 
publisher according to a subscription (Figs. 8 and 10; columns 16 and 17, where the publisher is 
interpreted as the CRT 42 A and the subscription is interpreted as the relationship between the 
CRT 42 A, the information storing unit 45, the control unit 44, and the operator; another 
interpretation is as follows: column 19 lines 4-20, where the control unit is interpreted as a 
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publisher and the relationship with the database storing priority information is interpreted as a 
subscription). 

As in claim 14, Mayuzumi et al. teaches the priority information is updated, further 
comprising publishing the updated priority information (Figs. 8 and 10; where the transition 
from CRT 42 A in Figure 8 to Figure 10 depicts a publishing of an update of priority 
information). 

As in claim 15, Mayuzumi et al. teaches of generating the priority information using a 
dependency model for the automated diagnostic procedures (columns 17-19, where the database 
43 is interpreted as a dependency model) . 

As in claim 16, Mayuzumi et al. teaches the dependency model associates at least two 
problems with the observed data and wherein the plurality of automated diagnostic procedures 
includes two automated diagnostic procedures designed to identify the two problems, and 
wherein the method further comprises deciding a relative order of the two automated diagnostic 
procedures using the dependency model (columns 17-19, where a multitude of problems is 
depicted in Table 1, which have been inherently diagnosed and identified, and where a relative 
order of the errors is decided upon when referencing the database containing dependency 
information, interpreted as a dependency model). 
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As in claim 17, Mayuzumi et al. teaches of generating a policy using the dependency 
model and using the policy in generating the priority information (column 19 lines 4-14, where 
the policy is interpreted as the relationship between part codes and errors). 

As in claim 18, Mayuzumi et al. teaches the policy specifies how to perform at least two 
of the automated remedy procedures upon observing certain data (Figs. 8, 10, and 15; columns 
17-25, where the description to the user of how to remedy an error, and the ordering of 
execution of remedy procedures, is interpreted as the policy specification of how to perform the 
remedy procedures) . 

As in claim 19, Mayuzumi et al. teaches the plurality of automated diagnostic procedures 
includes a first user-developed automated diagnostic procedure and a plurality of preconfigured 
automated diagnostic procedures, the preconfigured automated diagnostic procedures being part 
of a program that is configured to accept user-developed automated diagnostic procedures (Figs. 
8 and 10; columns 16-18, where the inputted error event correlations are interpreted as user- 
developed diagnostic procedures, and the program that enables inputting and display of the 
user-developed diagnostic procedures are interpreted as preconfigured automatic diagnostic 
procedures). 

As in claim 20, Mayuzumi et al. teaches the user-developed automated diagnostic 
procedure is a Business Add-In component (Figs. 8 and 10; columns 16-18, where the correlated 
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operator inputs are interpreted as Business Add-In components; see Fig. 15 AO "Business 
Screen " and column 18 lines 15-28) . 

As in claim 21, Mayuzumi et al. teaches of receiving user input modifying the priority 
information (Fig. 15; column 20 line 61 through column 21 line 12, where operator input 
modifies priority information display and execution). 

As in claim 22, Mayuzumi et al. teaches the input does at least one selected from the 
group consisting of: specifies a correlation probability between two of the automated diagnostic 
procedures, selects a correlation probability between two of the automated diagnostic procedures 
not to be updated, modifies the specified order, and combinations thereof (Fig. 15; column 20 
line 61 through column 21 line 12, where operator input modifies the specified order depending 
on the level of the operator). 

As in claim 23, Mayuzumi et al. teaches of a computer program product tangibly 
embodied in an information carrier, the computer program product including instructions that, 
when executed, cause a processor to perform operations comprising: receive, in a computer 
system wherein a plurality of automated diagnostic procedures is performed, priority information 
specifying an order in which failures of any of the plurality of automated diagnostic procedures 
are to be addressed: 

receiving, in a computer system wherein a plurality of automated diagnostic procedures is 
performed (column 19 lines 28-35, where the sensors are interpreted as being part of diagnostic 



Application/Control Number: 10/814,836 Page 13 

Art Unit: 2114 

procedures), priority information specifying an order in which failures of any of the plurality of 
automated diagnostic procedures are to be addressed (column 15 lines 39-43 and column 16 lines 
37-40); 

performing the plurality of automated diagnostic procedures (column 15 lines 20-27, 
where the sensor measurements are interpreted as diagnostic procedures); and 

upon at least some of the automated diagnostic procedures failing, performing a plurality 
of remedy procedures in the specified order, the remedy procedures being associated with the 
failed automated diagnostic procedures (Figs. 10 and 15; columns 22 and 23). 

However, Mayuzumi et al. fails to teach of automated remedy procedures. Kimura et al. 
teaches of automated remedy procedures (column 3 lines 55-59, column 6 lines 63-68, and 
column 7 lines 5-15 and 34-46). 

It would have been obvious to a person skilled in the art at the time the invention was 
made to have included the automated remedy procedures as taught by Kimura et al. in the 
invention of Mayuzumi et al. This would have been obvious because automation of recovery of 
a system such as that taught by Kimura et al. enhances the overall efficiency of a sequential 
system (column 2 lines 10-21) such as that taught by Mayuzumi et al. 

As in claim 24, Mayuzumi et al. teaches of a computer program product tangibly 
embodied in an information carrier, the computer program product including instructions that, 
when executed, generate on a display device a graphical user interface for a diagnosis program 
(Figs. 8 and 10), the graphical user interface comprising: 



3 
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an identifier display area for displaying, upon a plurality of automated diagnostic 
procedures being performed in a computer system (column 19 lines 28-35, where the sensors are 
interpreted as being part of diagnostic procedures), a first identifier of at least one failed 
automated diagnostic procedure such that a user can initiate a remedy procedure associated 
therewith (Figs. 8, 10, and 15; columns 16-25), the failed automated diagnostic procedure being 
selected using priority information specifying an order in which failures of any of the automated 
diagnostic procedures are to be addressed (Figs. 10 and 15; columns 22 and 23). 

However, Mayuzumi et al. fails to teach of automated remedy procedures. Kimura et al. 
teaches of automated remedy procedures (column 3 lines 55-59, column 6 lines 63-68, and 
column 7 lines 5-15 and 34-46). 

It would have been obvious to a person skilled in the art at the time the invention was 
made to have included the automated remedy procedures as taught by Kimura et al. in the 
invention of Mayuzumi et al. This would have been obvious because automation of recovery of 
a system such as that taught by Kimura et al. enhances the overall efficiency of a sequential 
system (column 2 lines 10-21) such as that taught by Mayuzumi et al. 

As in claim 25, Mayuzumi et al. teaches of a second identifier of at least one other failed 
automated diagnostic procedure is displayed in the identifier display area upon performance of 
the automated diagnostic procedure (Figs. 8 and 15; columns 20-25, where the hierarchical 
displays of errors and remedies are interpreted as identifiers). 
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As in claim 26, Mayuzumi et al. teaches the identifier display area is a critical error view 
area, and wherein the first identifier is displayed because the failed automated diagnostic 
procedure is most critical according to the priority information (Figs. 8, 10, and 15; column 17, 
especially Table 1). 

* * * 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over IBM in view of 
Mayer et al. (U.S. Patent No. 6,195,763). 

As in claim 9, IBM teaches the limitations of claim 7. However, IBM fails to teach of a 
problem causing other procedures to fail. Mayer et al. teaches of a problem that causes other 
procedures to fail (columns 2 and 4). 

It would have been obvious to a person skilled in the art at the time the invention was 
made to have included the failure dependency as taught by Mayer et al. in the invention of IBM. 
This would have been obvious because the invention of Mayer et al. offers an efficient solution 
to determining the root of a fault (column 2 lines 51-55). The invention of Mayer et al. teaches 
that a first procedure which has a dependence on a second procedure, such as that taught by 
IBM, may fail if the procedures have a mutual dependence. 



* * * 
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8. Claims 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over IBM in 
view of Perez et al. (U.S. PGPub 2002/01 16666). 

As in claim 1 1, IBM teaches of the limitations of claim 7. However, IBM fails to teach 
of a user entering priority information. Perez et al. teaches of inputting priority information by a 
user (paragraph [0024], where the editing of a test sequence is interpreted as inputting of 
priority information). 

It would have been obvious to a person skilled in the art at the time the invention was 
made to have included the user specification as taught by Perez et al. in the invention of IBM. 
This would have been obvious because the invention of Perez et al. reduces the overall size of a 
testing environment, minimizes the amount of testing time, and increases the fault tolerance of a 
system (paragraphs [0019] and [0030]). 

As in claim 12, Perez et al. teaches the user specifies that a relationship between 
addressing the failures of at least two of the plurality of automated diagnostic procedures is not 
to be changed in any updates (paragraphs [0027], [0080], and [0083], where the locking is 
interpreted as preventing a change in a relationship between procedures; the relationship is 
interpreted as the synchronization between the base and child test sequences). 



Application/Control Number: 10/814,836 Page 17 

Art Unit: 2114 

Allowable Subject Matter 



9. Claim 6 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

The following is a statement of reasons for the indication of allowable subject matter: 

Claim 6 is allowable because the inclusion of a correlation probability between diagnostic 
procedures to decide a relative order of addressing failures, where the correlation probability is at 
least a threshold value, when read within the remainder of the limitations of the respective 
claims, make claim 6 allowable over the prior art. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

U.S. Patent 5,592,614 Peters discloses inputting of priority information. 
U.S. Patent 6,834,363 Austen et al. discloses prioritization of errors. 
U.S. Patent 5,590,036 Maeda discloses sequential fault recovery. 
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11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Contino whose telephone number is (571) 272-3657. The 
examiner can normally be reached on Monday-Friday 9:00 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Scott Baderman can be reached on (571) 272-3644. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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